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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or ,n public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1-8 and 26 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over SIMNOSKI et al or ROBITAILLE. 

The composition of SIMNOSKI et al or ROBITAILLE is the same as that claimed. The 
term "for use in" does not have probative weight in a product claim. Any difference in 
percentages would have been an obvious as it is well known to optimize the brightening of pulp 
by varying the ratios of the composition depending upon the type of pulp being brightened. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth m section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 

skUl in t^T °wT S& l ^ time the inV6nti0n WaS made t0 a P erson havi "g binary 
ski 1 in the art to which said subject matter pertains. Patentability shall not be negatived 

by the manner in which the invention was made. 

Claims 9-20 and 26 are rejected under 35 U.S.C. 103(a) as obvious over ROBITAILLE 

in view of Australian Patent 567,787 or SINGH (The Bleaching of Pulp) with or without the 

ADMITTED PRIOR ART, Specification, page 1, line 23 to page 2, line 13 and page 7, lines 30- 
35). 

ROBITAILLE teaches everything except does indicate the amount of Iignin in the pulp, 
e g. does not indicate whether mechanical (greater than 20o/ o lignin) or chemical (less than 5% 
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lignin). Australian Patent 567,787 teaches peroxide bleaching with magnesium and silicate in a 
similar manner as ROBITAILLE and teaches that the bleaching liquor could be used to bleach 
chemical pulp. It would have been obvious to one of ordinary skill in the art to use the bleaching 
and brightening composition of ROBITAILLE to bleach chemical pulp as such is taught by 
Australian Patent 567,787. Or SINGH teaches that Kraft pulp can be bleached CEDPD bleach 
sequence. It would have been obvious that the pulp of ROBITAILLE is Kraft chemical pulp as it 
is being bleached in a conventional sequence that is used to bleach chemical pulp, e.g. not 
mechanical pulp. If necessary it would have been obvious that the peroxide sequence of 
ROBITAILLE is being used to bleach chemical pulp as the ADMITTED PRIOR ART teaches 
that chlorine dioxide darkens pulp (page 2, lines 10-13) and thus the sequence of ROBITAILLE 
would not be appropriate to bleach mechanical pulp. If necessary the ADMITTED PRIOR ART 
teaches that chemical pulp has a lignin content of less than 5%. Obviously the chemical pulp of 
ROBITAILLE and/or Australian Patent 567,787 and/or SINGH would contain less than 5% 
lignin. Claim 18 is rejected as ROBITAILLE teaches that the peroxide stage could be the final 
bleach stage, see page 168, column 3. As taught by the ADMITTED PRIOR ART the pulp 
before the last bleaching (brightening) stage has a lignin content of 1-2%. Obviously the ligi 
content before the final peroxide stage of ROBITAILLE would contain 1-2% as taught by the 
ADMITTED PRIOR ART. 

Claims 21-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
ROBITAILLE in view of Australian Patent 567,787 or SINGH with or with the ADMITTED 
PRIOR ART as applied to claim 8 above, and further in view of TIBBLING et al. 



jnin 
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TBBLING et al teaches increases the peroxide bleaching of chemical pulp by conducting 
the peroxide bleaching under oxygen gas pressure. It would have been obvious to increase the 
peroxide bleaching of ROBITAILLE by adding oxygen under pressure as such is taught by 
TffiBLING et al. 

The arguments that SIMINOSKI et al and ROBITAILLE do not claim the newly 
claimed ratio of Mg:Si02 is not convincing as Applicant's claims do not define over the ratios of 
SIMINOSKI et al and ROBITAILLE. The claims, nor the instant specification, define the MG 
and Si02 components as narrowly as argued by Applicant. The specification, e.g. Table 1, 
expresses the weight of Mg and silicate as the compound and not the element. See Table 1 for 
weight of MgS0 4 - 7H 2 0 and 41 Be silicate solution, see page 1 1, li„ e 22. These are the same 
compounds used by SIMINOSKI et al in the same ratios. 

Claims 1-26 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over FRANCIS (cited by Applicant). 

See Tables 2, 3, 7 and 5. Compare instant Table 1 to Table 3 of FRANCIS et al, the 
compounds and percentages used are the same as those used by Applicant. The pulp of 
FRANCIS et al (Kraft) does not differ from the instant pulp and thus would contain the same 
amount of lignin as the instant pulp. See page 1, paragraph 1 and TABLE 5 for using a peroxide 
stage pressurized with oxygen. Any difference would have been an obvious variance of the 
product and process of FRANCIS et al. 

Claims 9-25 are rejected under 35 U.S.C. 103(a) as obvious over FRANCIS et al with or 
without the ADMITTED PRIOR ART, specification, page 1, line 23 to page 2, line 13 and page 
7, lines 30-35). 
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FRANCIS et al teaches treating Kraft pulp having a kappa number of peroxide bleaching 
Kraft pulp. Such chemical pulp is well known to contain small amounts of lignin as the Kraft 
process dissolves out the lignin from the lignocellulosic pulp to produce a cellulose rich pulp. It 
would have been obvious to the artisan that the Kraft pulp of FRANCIS et al would contain less 
than 18% lignin. If necessary the ADMITTED PRIOR ART teaches that Kraft pulp has a lignin 
content of less than 5%. Obviously the chemical pulp of FRANCIS et al would contain less than 
5% lignin. Claim 18 is rejected as FRANCIS et al teaches that the peroxide stage is the final 
bleach stage of a TCF bleaching process; see Table 5. As taught by the ADMITTED PRIOR 
ART the pulp before the last bleaching (brightening) stage has a lignin content of 1-2%. 
Obviously the lignin content before the final peroxide stage of FRANCIS et al would contain 1- 
2% as taught by the ADMITTED PRIOR ART. See page 1, paragraph 1 and TABLE 5 for using 
a peroxide stage pressurized with oxygen. 

Clarification is still needed with respect to the FRANCIS publication. In the 
September 9/20/2002 Declaration it is stated: "The first known publication of the subject matter 
report. . was January 1 998". In the October 29, 2002 Response, on page 2, paragraph 2; it is 
stated: "the date of distribution related to the subject interim report occurred after the filing date 
ofthe present Application". The present Application was filed 1-11-2001. Thereportwas 
published January 1998, prior to the filing date ofthe Application. Is the January 1998 
publication the Interim Report or some other document? Who was/were the author/authors of 
the January 1998 publication? 

The argument that SJMINOSKI et al teaches bleaching mechanical pulp is not convincing 
as claims 1-8 are not limited to chemical pulp. The composition of SBvIINOSKI et al or 
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ROBITAILLE is the same as that claimed. The term "for use in" does not have probative weight 
in a product claim. Any difference in percentages would have been an obvious as it is well 
known to optimize the brightening of pulp by varying the ratios of the composition depending 
upon the type of pulp being brightened. 

Similarly claims 9-20 claim certain steps that cannot be given weight in the product 
claims. For example, the steps of adding magnesium in an amount to achieve certain ratios of 
Mg:Si0 2 are method limitations. The only components claimed are: (1) pulp containing less 
than 18% lignin, e.g. chemical pulp; (2) aqueous sodium silicate (3) alkali agent and (4) a 
magnesium compound. These components would have been obvious for the reasons set forth 
above. 

Claims 1-26 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "wherein at least 25% of the silicates" is indefinite as it is not clear which 
silicates are being referred to. Is it the "sodium silicate" or the "Mg:Si02" . Clarification is 
required. 

Claim 21 would be given favorable consideration if (1) limited to "chemical pulp"; (2) 
limited to "mass ratio of between 1 : 10 to about 1 :3"; and (3) if the 35 USC 1 12 rejection is 
overcome. 

When filing an "Official" FAX in Group 1730, please indicate in the Header (upper 
right) "Official" for papers that are to be entered into the file. The "Official" FAX phone 
numbers for this TC 1700 are: 

Non-Final Fax: (703)872-9310 After-Final FAX: (703) 872-9311. 
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When filing an "Unofficial" FAX in Group 1730, please indicate in the Header (upper 
right) "Unofficial" for Draft Documents and other Communications with the PTO that are not 
for entry into the file of the application. This will expedite processing of your papers. The 
"Unofficial" FAX phone number for this Art Unit (1731) is (703) 305-7115. 

Any inquiry concerning this communication or earlier communications from the primary 
examiner should be directed to Steve Alvo whose telephone number is (703) 308-2048. The 
Examiner can normally be reached on Monday - Friday from 6:00 AM - 2:30 PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Steve Griffin, can be reached on 703-308-1 164. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is 703-308-0661. 

The Customer Services Center for Technology Center 1700 (703-306-5665) shall provide the 
following service assistance to external and internal customers in the areas listed below 

Services provided: 

Patent Application Filing Receipts 
Missing References 

Information regarding When Action can be Expected 
Lost/Misplaced/Requested Application retrieval 
Retrieval from PTO Publication Branch 
Retrieval from non-Publication Branch 
Status Queries (written or oral) 
Paper Matching Queries 
Certificates of Correction. 
Printer Waiting 

The Customer Service Office, TC 1700, is located in CP3-8-D13, and is open to receive requests 
for service in person, by phone (703) 306-5665, or E-mail "Customer Service 1700" from 8:30 am-5.00 
pm each business day. The Customer Services Center is part of fecial Programs Office of TC 1700 
and will be staffed by the Technical Information Specialists w/w/sV^Customer Service 

Representatives (CSR). 
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